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REMARKS/ARGUMENTS 

In the final Office Action mailed April 27, 2005, claims 5-17 were rejected under 35 USC 
112, first paragraph, as failing to comply with the written description requirement. Specifically, 
the term "gear selecting motoi'' of independent claims 5, 9, and 13 was considered to be 
unsupported by the teachings of the present application. 

Applicant respectfuUy traverses this rejection on the ground tiiat such a gear selecting 
motor is implicitly or inherently disclosed in the specification. Such implicit/inherent disclosure 
will be made apparent by a further elaboration of the teachings of the present specification, as 
well as evidence of the knowledge and understanding of the skilled person in the 
automated/automatic transmission field, which are presented below. 

However, in order to facilitate understanding as to how Applicant has complied with this 
statutory requirement, Applicant would first like to take note of certain provisions of the MPEP 
concerning the written description requirement Specifically, MPEP 2163, Section I states in 
relevant part: 

*To satisfy the written description requirement, a patent specification must describe the 
claimed invention in sufficient detail that one skilled in the art can reasonably conclude 
that the inventor had possession of tiie claimed invention." (Emphasis added). 

In this regard, the question is typically whether "adequate** support exists in the original 
description. (See Id.) 

Moreover, MPEP216S, Section I (B) expresses the provision that: 

"While there is no in haec verba requirement, newly added claim limitations must be 
siQ)ported in the specification througih express, implicit or inherent disclosure.** 
(Biiq;)hasis added) 
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Further, MPEP 2163, Section n (A) (2) states the following: 

*The analysis of whether the specification complies with the written description 
requirement calls for the examiner to compare the scone of the claim with the scope of 
the description to determine whether i^plicant has demonstrated possession of tiie 
claimed invention. Such a review is conducted from the standpoint o f one of skill in 
the art at the time the application was filed ... and should include a determination of 
the field of the invention and the level of skill and knowledge in the art. Generally, 
there is an inverse correlation between the level of skill and knowledge in the art and 
the specificity of disclosure necessary to satisfy the written description requbement. 
Information which is well known in the art need not be described in detail in tiie 
specification ." (Emphasis added) 

Finally, MPEP 2163, Section II (A) (3) confirms this final point by stating: 

••What is conventional or well known to one of ordinary skill in the art need not be 
disclosed in detail. ... If a skilled artisan would have xmderstood the inventor to be in 
possession of the claimed invention at the time of filing, even if everv nuance of the 
claims is not explicitly described in the specification, then the adequate description 
requirement is met.'* (Emphasis added) 

As demonstrated below, the term "automated transmission" has a special meaning in the 
relevant art, such that a person skilled in the transmission field would understand this term of art 
to mean a transmission in which the shift movements are automated, but accompanied by an 
interruption of vehicle traction. See e.g., paragraph [0006] of US 2002/0088681, published July 
11, 2002. More specifically, automated transmissions (or automated "shift" transmissions) are 
understood to include a selector finger controlled by an actuating device having a gear selecting 
motor and a gear shifting motor. See e.g., paragraphs [0011]-[0015] of US 2002/0125094, 
published September 1 2, 2002. 

Therefore, although the temi "gear selecting motor" is not expressly recited in the present 
specification, it is respectfiilly submitted that the numerous references to ''automated shifting 
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gear/' "ASG," "automated transmission," etc. throughout the present specification, and more 
particularly in paragraph [0075], will clearly lead a skilled person to conclude that the teachings 
of the piesent application implicitly or inherently require an automated means for moving the 
gear shifting member (e.g., finger) in order to select a gear in such an "automated transmission." 

It must be noted thai, in paragraph [0075] of the present specijfication, the embodiment 
disclosed in paragrq>hs [0076]-[0078] (and covered in pending claims 5-17) is mdicated as bemg 
particularly directed to a pov^er train employing "an automated transmission (ASG)." This 
explicit direction to the skilled person is confirmed in the last sentence of paragraph [0078], 
which indicates the claimed guide for the gear shift lever can be used in all "automated 
transmissions 4 . . 

Additionally, in paragraph [0030] of the present specification, an automated transmission 
(ASG) is indicated as being automatically shiftable "by utilizing one or more actuators". In this 
regard, the skilled person in the automated/automatic transmission field is expected to 
undCTStand that the abbreviation "ASG" translates as "automated shift gear^' or "automated 
gearbox" from the original German term "automatisiertes Schaltgetriebe." By itself, the term 
"gearbox" naturally encompasses a manual shift transmission. However, the modification of this 
term by "automated" unambiguously indicates to the skilled person that the gear 
shifting/selecting movements are performed by automated means (i.e. motors), and not executed 
manually. 

Thus, a skilled person understands that manual gear selecting/shifting was not 
contemplated in embodiments directed for use in an automated transmission. Rather, an 
automated means was certainly intended to mechanically move the gear shifting member relative 
to the transmission guide path in order to select the gear based upon, e.g., electrical signals 
generated by an electronic control unit. 

Further, Applicant notes that the meaning of the term '*motor" as recited in each 
independent claim is extensive and corresponds with the automatic "actuators" described in 
paragraph [0030]. For example, according to Webster's Third New International Dictionary 
Unabridged, 1993, the first provided definition of *'motor" is "one that imparts motion: a source 
of mechanical power." Similarly, according to HyperDictionary (www,hvperdictionarv.com\ 
the first provided definition of "motor" is '"machine tiiat converts other forms of energy into 
mechanical energy and so imparts motion." Thus, the term **motor" clearly has a broad meaning 
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that is conunensurate in scope with the breadth of the description concerning the automated 
transmission in the present specification. 

Therefore, when a skilled person reads that the teachings of paragraphs [0076]-[0078] are 
preferably intended for use in **an automated transmission", the skilled person naturally 
undeistands that a **motor'' (i.e; a source of mechanical power) of some type would be utilized in 
order to move the gear shifting member relative to the transmission guide path in order to select 
the gear. Additional evidence supporting the skilled person's understanding that an ^'automated 
transmission" includes gear selecting/shifting motors/actuators can be found, e.g., at col. 5, lines 
24-62 of US 6,446,522 (fluid pressure-operated actuators serve as **motors" for mechanically 
moving the gear selecting member), in paragraph [0004] of US 2003/0041683 and in paragraph 
[0003] of US 2005/0107937. 

For all the above reasons, it is respectfully submitted that the present ^ecification 
implicitly or inherently discloses in an adequate manner for the skilled person in the 
automated/automatic transmission field to reasonably conclude that a gear selecting motor was 
intended for moving the gear shifting member relative to the transmission guide path for the 
purpose of selecting a gear. As such, the term "gear selecting motor*' of independent claims 5, 9 
and 13 is thus adequately supported by the written description, and need not be explicitly stated 
therein, in accordance with the above-cited portions of MPEP 2 1 63 . 

Finally, while Applicant graciously acknowledges the Examiner's suggestion to file a CIP 
in order to explicitly enter the gear selecting motor and its control into the present specification, 
regrettably, this option is not believed to be advisable for the following reason. The German 
priority application for this application published on April 22, 2004 as DE 103 45 906 Al and 
discloses the same subject matter as the present specification. Thus, if a CIP were to be filed 
now (i.e. more than one year after April 22, 2004) with claims that were not accorded the US 
filing date of the present application, DE 103 45 906 Al would be available as Section 
102(b)/103 prior art against such claims, hi other words, claims having new matter would be 
required to be inventive over the teactungs of the present application. 

On the other hand, because the present specification implicitly or inherently discloses a 
gear selecting motor for the above-noted reasons, presently pending claims 5-17 should be 
accorded the US filing and German priority dates of the present application. Therefore, the 
introduction of new matter is not believed to be necessary. 
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For all the foregoing reasons, withdrawal of the rejection of claims 5-17 xinder 35 USC 
1 12, first paragraph, is respectfully requested. 

CoDclusion 

Therefore, it is respectfully submitted that all claims pending in the present Application 
are in condition for allowance. Reconsideration and allowance of pending claims is therefore 
respectfully requested and an early Notice of Allowance is earnestly solicited. 

If the Examiner believes an interview, either telephonic or in person, will advance the 
pxpsecution of this matter, it is respectfully requested that the Examiner contact the undersigned 
at the Examiner's convenience. 

Respectfully submitted, 

JdrgMetzgeret al. 

Date: "^t^Wfc W.TSXK By: ^ 

Mark A. Ussai, Esquire 
Michael Best & Friedrich LLP 
Registration No. 42,195 
Telephone No. 610-798-2179 
Fax:610-798-2180 

Docket No.: 016382-9007 



6 

PACE «B • RCVD AT WZOOOOS 11:21:39 AM [Eastern DaylIgM Tlmel • 8VR:U8PTO«FXRF-1/9* ON18:872g30S • C8U>:610 798 2180 • DURATION (inilVSS|:02'42 



